IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Attorney Docket No. : 



93 0008-22 08 (BOE00 04US .NP) 



Inventors : 



Klokkers et al . 



Serial No. : 



10/577,569 



Filing Date : 



Not Yet Assigned 



Examiner : 



Not Yet Assigned 



Customer No . : 



26259 



Group Art Unit: 



Not Yet Assigned 



Confirmation No. : 



Not Yet Assigned 



Title: 



Pharmaceutical Active- 



Ingredient -Containing Formulation 
with Coating 

Electronically Submitted via EFS-Web 

Date: October 4, 2007 

I hereby certify that this paper is being electronically 
submitted on the date indicated above to the 
Commissioner for Patents, U.S. Patent & 
Trademark Office 



Typecmame: Jane Massey Licata, Reg. No. 32,257 

U.S. Patent and Trademark Office 
P.O. Box 2327 

Arlington, VA 22202-0327 
Dear Sir: 



In response to the "Decision", a response to which is due 
January 7, 2008 (copy attached), applicants petition pursuant to 37 
CFR §1.47 (a) for the Office to accept the Declaration and Power of 
Attorney Form for the above-referenced application which has been 
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signed by inventors Klokkers, Zellner and Dauer but not by inventor 
Rillmann. 

As stated in the Petition filed with applicants Response to 
Notification of Missing Requirements on February 21, 2007, 
applicants' counsel accepted the representation and handling of this 
application on February 20, 2007 and were advised by Boeters & 
Lieck (the German representative) , they were unable to obtain 
inventor Rillmann's signature on the Declaration and Power of 
Attorney form. 

On February 23, 2007, a letter was sent to inventor Rillmann 
via Federal Express containing the Declaration and Power of 
Attorney form for signature. Confirmation of delivery was received 
from Federal Express on February 26, 2007. 

Copies of applicants' Response to Notification of Missing 
Requirements filed February 21, 2007, the letter sent to inventor 
Rillmann via Federal Express containing the Declaration and Power 
of Attorney form for signature dated February 23, 2007 and letter 
from Boeters & Lieck confirming the last known address of inventor, 
Rillmann are provided. 
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The Rillmann Declaration and Power of Attorney was not 
accepted by the USPTO pursuant to the Decision dated September 5, 
2007. Another copy of the joint Declaration was furnished to 
Rillmann on October 2, 2007, which he refused to sign. 

Inventor Rillmann prepared and executed his own Declaration 
(listing himself as an inventor) and executed the Declaration 
signed only by himself of July 5, 2007. A response to Missing 
Parts was filed on July 17, 2007 with this Declaration and a 
Declaration signed by the three co- inventors . The Rillmann 
Declaration and Power of Attorney was not accepted by the USPTO 
pursuant to the Decision dated September 5, 2007. 

Inventor Rillmann continued to refuse to sign the joint 
Declarati on and Power of Attorney. This is evidenced repeatedly 
throughout the correspondence sent to Rillmann directly to his last 
known address on February 23, 2007 and October 2, 2007 as well as 
through his counsel on May 23, 2007, November 20, 2007, December 
13, 2007 and January 4, 2008. 

Additionally, further refusal to sign the Declaration and 
Power of Attorney is evidenced by Rillmann in a Declaration and 
Power of Attorney he prepared and executed the instant application 
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which listed him as a sole inventor. This Declaration and Power of 
Attorney was duly executed by Rillmann on July 5, 2 007. Again, 
this Declaration and Power of Attorney was not accepted by the 
USPTO pursuant to the Decision dated September 5, 2007. 

Therefore, Applicants submit with this response and petition, 
a Declaration of Hubert Leger, proof of the pertinent facts 
regarding their inability to find or reach non-signing inventor 
Rillmann and the requisite fees under 37 CFR §1.17(1) and 
1.17(a) (3) . The last known address of non-signing inventor Thomas 
Rillmann is Gustav-Ulricht-Str . 46, D-76753 Bellheim, Germany. 

Applicants have met all of the requirements as set forth in 37 
CFR 1.47(a) and respectfully request the Response to Notification 
of Missing Requirements filed on July 17, 2007 be entered and the 
filing date granted. 



Date : January 4, 2 00 8 

LICATA 8c TYRRELL P.C. 
66 E. Main Street 
Marlton, New Jersey 08053 

(856) 810-1515 



Respectfully submitted, 




Jane Massey Licata 
Registration No. 32,257 
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KLOKKHRS ct al. 

Application No.: 10/577,569 
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InL Filing Date: 28 October 2004 

Priority Dale; 31 October 2003 

Attorney Docket. No- 930008*2208 

For: PHARMACEUTICAL ACTlVE-INGREniKN'P 

CONTAINING FORMULATION WITH COATING 
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DECISION 



This decision is in response to the petition under 37 CFR 1 .47(a) filed 04 October 2007 in 
(he United Stales Patent, and Trademark Office (USPTO). 

BACKGROUND 

On 28 October 2004, applicants filed international application PCT/EP2O04/DI2230, 
which designated the United States and claimed n priority date of 3 J October 2003. A copy of 
the international application was communicated from the international Bureau to the USPTO on 
12 May 2005, The thirty-month period for paying the basic national fee in the United Slates 
expired at midnight, on 01 May 2006 (30 April 2006 being a Sunday). 

On 27 April 2006, applicants filed a submission for entry into the national stage in the 
United States which was accompanied by, inter alia, the U.S. Basic National Fee and a 
translation of the application inlo English, 

On 26 August: 2005, the United States Designated/Elected Office (DO/HO/US) mniled a 
NOTIFICATION OF MISSING REQUIREMENTS UNDKR 35 ILS.C. 371 (Form 
PCT/f)O/nO/ c )05) indicating, inter alia, that an oath or declaration of the inventors in 
compliance with 37 CFR 1 .497(a>(b) was required. 

On 2! February 2007, applicants filed a petition under 37 CFR 1.47(a) which was 
accompanied by, inter alia, a declaration signed by ail of the inventors except for Thomas 
Rillmann, a letter from a Dr. Forstmcycr to Applicant^ United States attorney. Ms. Massey 
Licata, dated 20 February 2007, 

On 28 March 2006, a decision was mailed dismissing applicants* petition under 37 CFR 
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i .47(a) without prejudice. The decision indicated, inter alaL that applicant had failed lo provide 
factual proof thai the missing joint inventor refuses to execute the application or cannot he 
reached after diligent elTort/ The decision set a two-month extendable period for reply, 

On M July 2007, applicants Tiled a submission which was accompanied by, inter alia, a 
declaration of inventors signed by Thomas Rillmann, 

On 05 September 2007. a decision was mailed dismissing applicants" petition under 37 
CPR ) .47(a) as moot since a 37 CFR i A K )1 declaration had been executed by all the joint 
inventors, The decision also indicated that the declaration of inventors signed by Thomas 
RHlmann filed 17 July 2007 was not in compliance with 37 CFR 1 .497(a) -(b) since it did not 
identify all of die inventors and that a new declaration signed by Thomas Rillmann in compliance 
with 37 CFR 1 .497(a)-(b) was required. 

On 04 October 2007, applicants submitted the instant petition under 37 CFR 1.47(a), 
which was accompanied by. inter alai, a declaration of facts by Hubert Lcgcr, 

DISC USSION 

A petition under 37 CFR 1 .47(a) must be accompanied by; (1) the fee under 37 CFR 
t , 1 7(h); (2) factual proof that the missing joint inventor refuses to execute the application or 
cannot be reached after diligent effort; (3) a statement of the last known address of the missing 
inventor: and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own 
behalf and on behalf of the non-signing joint inventor. 

Items ( I )„ (3), and (4) have been met. 

Item (2) has not been satisfied. MPEP § 409.03(d) states in part: 

A refusal by on inventor Id sign »n oath or declaration when the inventor has not been presented 
with the application papers docs not itself suggest that the inventor is refusing to join iho 
application unless h is etear (hat tho invenlor uiHlmiamis exactly what he or she is hcing asked i.o 
sign and refuses io accept the application papers, 

The declaration of facts by Mr. l^ger filed 04 October 2007 makes it clear that Mr. Rillmann 
understands exactly what he is being asked to sign. However, it. has not been established that Mr. 
Rillmann refuses to sign. While Mr. Rillmann signed a declaration of inventors listing only 
himself as an inventor, it. has not been established that he refuses to sign a declaration of 
inventors listing all of the inventors, The declaration of Mr, Leger states that a facsimile was 
sent io Mr. Ililimann's attorney on 02 October 2007 informing him of the problem with the 
declaration executed by Mr. Rillmann and requesting that Mr. Rillmann return an executed 
version of the original declaration before 04 October 2007. However, two days is not a sufficient 
amount of time for a reply, If no response is received from Mr. Rillmann's attorney, some sort of 
follow-up communication would be required. Additionally, the statement of facts is not 



11/14/2007 19:05 FAX 2125880500 3 FROMMER LAWRENCE 



a 004 



Application No,; 1 0/5 7 7 ,509 ■> 

sufficient because it must be made, by someone having first-hand knowledge of the facts recited 
therein. MP BP § 409.03(d). Mr, Leger does not appear lo have first-hand knowledge of all of 
the facts recited. For example, someone other than Mr. Leger sen! the facsimile to Mr. 
RillmamTs attorney on 1)2 October 2007, 

C ONCLUS ION 

For the above reasons, applicants" petition under 37 CFR 1 .47(a) is IMSMISSED without 
prejudice. 

For the above reasons, thai portion of the decision mailed 05 September 2007 which 
dismissed applicants' petition under 37 CFR 1.47(a) as moot is hereby yj^ATWX 

If reconsideration on the merits of this petition is desired, a proper response must be filed 
within TWO (2) MONTHS from the mail date of this decision. Failure to timely Hie the 
proper response will result in abandonment of this application. Any reconsideration request 
should include a cover letter entitled "Renewed Petition I Indcr 37 CFR 1 .47(a)" , No additional 
petition fee is required. Extensions of lime may be obtained under 37 CFR 1.136(a). 

Please direct funher correspondence with respect to this matter to Mail Stop PCX 
Commissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450. Alexandria, 
Virginia 22313-1450, with the contents of the letter marked to the attention of the Office of PCT 
Legal Administration. 

/ •' ... 
Daniel Stemmer 

I .e.gal Kxamtncr 

PCT Legal Affairs 

Office of Patent Cooperation Treaty 

Legal Administration 

Telephone: (571)272-3301 

Facsimile: (571) 2734)45^ 



IFORM PTO-1390 (Modified) U.S. PATENT AND TRAD 
■ (REV. 7-2005) 



-rFICE; U.S. DEPARTMENT OF COMMERCE 

TRANSMITTAL LETTER TO THE UNITED STATES 
DESIGNATED/ELECTED OFFICE (DO/EO/US) 
CONCERNING A SUBMISSION UNDER 35 U.S.C. 371 



ATT(i. . j DOCKET NUMBER 
930008-2209 (BOE0004US.NP) 



U.S. APPLICATION NO. (if known, see 37 CFR 1 .5) 
10/577,569 



(INTERNATIONAL APPLICATION NO. 
PCT/EPO04/12230 



INTERNATIONAL FILING DATE 
October 28, 2004 



PRIORITY DATE CLAIMED 

October 31, 2003 



[title of invention 

[pharmaceutical Active-Ingredient-Containing Formulation with Coating 



lAPPLICANT(S) FOR DO/EO/US 
[Klokkers et al. 



Applicant herewith submits to the United States Designated/Elected Office (DO/EO/US) the following items and other information: 

i. □ This is a FIRST submission of items concerning a submission under 35 U.S.C. 371. 
I 2, This is a SECOND or SUBSEQUENT submission of items concerning a submission under 35 U.S.C. 371. 

■■' 3. □ This is an express request to begin national examination procedures (35 U.S.C. 371 (f)). The submission must include items 
(9) and (24) indicated below. 

4. □ The US has been elected (Article 31). 

5, . □ A copy of the International Application as filed (35 U.S.C. 371 (c)(2)) 

a. □ is attached hereto (required only if not communicated by the International Bureau). 

b. □ has been communicated by the International Bureau. 

c. □ is not required, as the application was filed in the United States Receiving Office (RO/US). 
| ,>: 6. □ An English language translation of the International Application as filed (35 U.S.C. 371(c)(2)). 

a. □ is attached hereto. 
;r ' b. □ has been previously submitted under 35 U.S.C. 154(d)(4). 

7. □ Amendments to the claims of the International Application under PCT Article 1 9 (35 U.S.C. 371 (c)(3)) 

a. □ are attached hereto (required only if not communicated by the International Bureau). 

b. □ have been communicated by the International Bureau. 

c. □ have not been made; however, the time limit for making such amendments has NOT expired. 

d. □ have not been made and will not be made. 

8. □ An English language translation of the amendments to the claims under PCT Article 19 (35 U.S.C. 371(c)(3)). 

9. IS An oath or declaration of the inventor(s) (35 U.S.C. 371 (c)(4)). 

10. □ An English language translation of the annexes to the International Preliminary Examination Report under PCT 
Article 36 (35 U.S.C. 371 (c)(5)). 

11. □ A copy of the International Preliminary Examination Report (PCT/I PEA/409). 
'12. □ A copy of the International Search Report (PCT/I S A/2 10). 

items 13 to 23 below concern document(s) or information included: 

An Information Disclosure Statement under 37 CFR 1 .97 and 1 .98. 

An assignment document for recording. A separate cover sheet in compliance with 37 CFR 3.28 and 3.31 is included. 
A FIRST preliminary amendment. 
A SECOND or SUBSEQUENT preliminary amendment. 
A substitute specification. 

A power of attorney and/or change of address letter. 

A computer-readable form of the sequence listing in accordance with PCT Rule 13fer.2 and 37 CFR 1.821 - 1.825. 
A second copy of the published International Application under 35 U.S.C. 154(d)(4). 

A second copy of the English language translation of the International Application under 35 U.S.C. 154(d)(4). 
Express Mail Label No. EM 054665613US 



(5), (6), 



13. 


□ 


14. 


□ 


15. 


□ 


16. 


□ 


17. 


□ 


'18. 


□ 


19. 


□ 


20. 


□ 


21. 


□ 


22. 
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U.S. APPLICATION NO (if known, see 37 CFR 1.5) 

10/577,569 



INTERNATIONAL APPLICATION NO. 

PCTVEPO04/12230 



ATTORNEY'S DOCKET NUMBER 

930008-2209 (BOE00Q4US.NP) 



23. Other items or information: 

1) Copy of Notification of Missing Requirements; and 

2) Petition Under 37 CFR 1.47(a); 



The following fees have been submitted: 




CALCULATIONS PTO USE 




$ $0.00 




25. □ Examination fee (37 CFR 1 .492(c)) 

. If the. written opinion prepared by ISA/US or the international preliminary examination report 
prepared' by l PEA/US "indicates all claims satisfy provisions of PCT Article $0 


$ . . $0.00 


. ' . •. ... ; ; .;v:,' 
'". . r: 

• ■ • •"'*'. 


26. □ Search fee (37 CFR 1.492(b)) 

If the written opinionof the ISA/US or the International preliminary examination report 

by IPEA/US indicates all claims satisfy provisions of PCT Article 33(1 )-(4). . . $0 
Search fee (37 CFR 1 .445(a)(2)) has been paid on the international application to the 

International Search Report prepared by an ISA other than the US and provided to the 


$ $0.00 




TOTAL OF 24, 25 and 26 = 


$ $0.00 




rn Additional fee for specification and drawings filed in paper over 100 sheets (excluding 
D sequence listing in compliance with 37 CFR 1 .821 (c) or (e) or computer program 
listing in an electronic medium) (37 CFR. 1.492Q)). 
! The fee is $250 for each additional 50 sheets of paper or fraction thereof. 






Total Sheets 


Extra Sheets 


Number of each additional 50 or 
fraction thereof (round up to a whole 


RATE 


-100 = 


0 /50 = 


0 


x $250.00 


$ $0.00 




Surcharge of $130.00 for furnishing any of the search fee, examination fee, or the oath or 
declaration after the date of commencement of the national stage (37 CFR 1 .492(h)). 


$ $130.00 




CLAIMS . 


NUMBER FILED 


NUMBER EXTRA 


RATE 






Total claims 


-20 = 


0 


x $50.00 


$ $0.00 




Independent claims 


- 3 = 


0 


x $200.00 


$ $0.00 




MULTIPLE DEPEN 


DENT CLAIMS (if applicable) □ + $360.00 


$ $0.00 




TOTAL OF ABOVE CALCULATIONS = 


$ $130.00 




n Applicant claims small entity status. See 37 CFR 1 .27. Fees abo\ 
1/2. 


/e are reduced by 

Petition fee 


$ $0.00 




I 


$ $130.00 




Processing fee of $130.00 for furnishing the English translation later than 30 months from 
the earliest claimed priority date (37 CFR 1.492(i)). 


$ $0.00 


TOTAL NATIONAL FEE = 


$ $130.00 


Fee for recording the enclosed assignment (37 CFR 1.21(h)). The assignment must be 
accompanied by an appropriate cover sheet (37 CFR 3.28, 3.31 ). $40 per property + 


$ $0.00 


TOTAL FEES ENCLOSED = 


$ $260.00 




Amount to be 


$ 


Amount to be 


$. 
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a. □ A check in the amount of $ to cover the above fees is enclosed. 

b. □ Please charge my Deposit Account No, in the amount of $ to cover the above fees. 

A duplicate copy of this sheet is enclosed. 

c. |XI The Commissioner is hereby authorized to charge any additional fees which may be required, or credit any overpayment 

to Deposit Account No. 50-1619 . A duplicate copy of this sheet is enclosed. 

d. 13 Fees are to be charged to a credit card. WARNING: Information on this form may become public. Credit card 

information should not be included on this form. Provide credit card information and authorization on PTO-2038. 

NOTE: Where an appropriate time limit under 37 CFR 1.495 has not been met, a petition to revive (37 CFR 1.137(a) or (b)) 
must be filed and granted to restore the International Application to pending status. 

SEND ALL CORRESPONDENCE TO: n . , . . 

I^LnJ^H 

Jane Massey Licata, Reg. No. 32,257 §IGNAt6rE 

Kathleen A. Tyrrell, Reg. No. 38,350 

Licata & Tyrrell P.C. Jane Massey Licata 

66 E. Main Street NAME 
Maiiton, New Jersey 08053 
Telephone: (856) 810-1515 

Facsimile: (856) 810-1454 32,257 



REGISTRATION NUMBER 

February 21, 2007 

DATE 
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UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box L450 

Alexandria, Virginia 22313-1450 
wwwviisp io.gov 



u.s. applicationnumber.no. 



" FnisT )$Mtik6 APPLICANT 



ATTY. DOCKET NO. 



10/577,569 



Ronald R. Santucci 
Frommer Lawrence & Haug 
745 Fifth Avenue 
New York, NY 10151 



FROMMtfi-. LAv^F^ okkers 
& HAUG, LLP 

f 

Docket System JLi. 
Status Report JL- 



P!/ 



930008-2208 



INTERNATIONAL APPLICATION NO. 



PCT/EP04/12230 



LA. FILING DATE 



PRIORITY DATE 



10/28/2004 



10/31/2003 



CONFIRMATION NO. 621 1 
371 FORMALITIES LETTER 

lllllllllllHl 

*OC000000021 674468* 



Date Mailed: 12/21/2006 

NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

The following items have been submitted by the applicant or the IB to the United States Patent and Trademark 
Office as a Designated / Elected Office (37 CFR 1.495). 



» Copy of the International Application filed on 04/27/2006 

• English Translation of the IA filed on 04/27/2006 

• Copy of the International Search Report filed on 04/27/2006 

• Copy of IPE Report filed on 04/27/2006 

• Preliminary Amendments filed on 04/27/2006 

» Information Disclosure Statements filed on 04/27/2006 

• Oath or Declaration filed on 04/27/2006 

s U.S. Basic National Fees filed on 04/27/2006 

• Priority Documents filed on 04/27/2006 



The applicant needs to satisfy supplemental fees problems indicated below. 

The following items MUST be furnished within the period set forth below in order to complete the requirements for 
acceptance under 35 U.S.C. 371 : 

• Oath or declaration of the inventors, in compliance with 37 CFR 1 .497(a) and (b), identifying the application 
by the International application number and international filing date. The current oath or declaration does 
not comply with 37 CFR 1 .497(a) and (b) in that it: 

■ is not executed in accordance with either 37 CFR 1 .66 or 37 CFR 1 .68. 

® To avoid abandonment, a surcharge (for late submission of filing fee, search fee, examination fee or oath 
or declaration) as set forth in 37 CFR 1 .492(h) of $1 30 for a non-small entity, must be submitted with the 
missing items identified in this letter. 



SUMMARY OF FEES DUE: 
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Total additional fees required for this application is $130 for a Large Entity: 



• $130 Surcharge. 

ALL OF THE ITEMS SET FORTH ABOVE MUST BE SUBMITTED WITHIN TWO (2) MONTHS FROM THE 
DATE OF THIS NOTICE OR BY 32 MONTHS FROM THE PRIORITY DATE FOR THE APPLICATION, 
WHICHEVER IS LATER. FAILURE TO PROPERLY RESPOND WILL RESULT IN ABANDONMENT. 

The time period set above may be extended by filing a petition and fee for extension of time under the provisions 
of37CFR 1.136(a). 

Applicant is reminded that any communications to the United States Patent and Trademark Office must be mailed 
to the address given in the heading and include the U.S. application no. shown above (37 CFR 1 .5) 

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web. 
https://sportal.uspto.gov/authenticate/AuthenticateUserLocalEPF.html 

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or 
visit our website at http://www.usrjto.gov/ebc. 

If you are not using EFS-Web to submit your reply, you must include a copy of this notice. 

CHARITTA A BURT 



Telephone: (703) 308-9140 EXT 207 
PART 1 - ATTORNEY/APPLICANT COPY 
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10/577,569 " ~ ' PCT/EP04/12230 930008-2208 



FORM PCT/DO/EO/905 (371 Formalities Notice) 



00 f 7 13:00 FAX +4989232365929 PA Boete r s&Lieck @| 002/005 
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FLH Doofcet No. 93000S-2208 

DECLARATION FOR PATENT APPLICATION AND POWER OF ATTORNEY 
(Under 37 CFR. § 1 .63; ixtohides reference to PCT mremauoxxal Applications) 

As a below named inventor, I hereby declare that: 

My residence, resident, mailing address and citizenship are as stated below next to my name, 

I believe I am an original, first and joint inventor (if plural na mes a re listed below) of the subject matter 
which is claimed and for which a patent is sought on the invention ENTITLED: 

PHAEMACEtJTICAL ACTIVE-INGREDIENT-CONTAINING FORMULATION WITH COATING 

The specification of which*. 

I I is attached hereto 

IX! was filed on as: 

[3 United States Application S erial No . 



as a National Phase or Ccntmttation or Continuation-in-part or Divisional of 
PCT Application No, PCT/EP2QQ4/Q; 223,Q, filed October 28. 2004 
and designating the U.S., and published as WO 2005/041934 A on May 12, 2005 
□ with amendments through (if applicable, give details). 

I hereby stats that I have reviewed and understand the contents of the above-identified specification, 
including the claims, as amended by any amendment referred to above. 

I acknowledge the duty to disclose to the United States Patent and Trademark Office al] ^formation 
loxown to m* to be materia! to patentability as defined in Tide 37, Code of Federal Regulations, § 1.56. 

' - ■■ — ■ -nig&by clarmTorcigii priority Benefits tinder Title 35, Vtite&&3X& Cbite f UWoTaSy ftfSga " 
applicaiionO) for patent or inventors certificate or of any PCT Ibternnrional application^) designating at least 
one country other than the United State of America listed below and have also identified below any foreign 
application for patent or inventor's certificate or any PCT International applications designating at least one v 
country other than the United States of America filed by me on the same subject matter having a filing date- 
before that of the application^) on which priority is claimed: 

Prior Foreign/PCT Application^) [list additional applications on separate page]: 

Priority Claimed: 

Country for PCT) Application Number: Filed Q3avMonta/Year) Yes No 

DE(Qermany) 103 51 301.9 31/10/2003 13 L 

DE (Germany) 10 2004 014 828.7 24/03/2004 □ 

1 hereby claim the benefit under 35 U.S-C- § 3.19(e) of any United States application listed below: 



(Application Number) (Piling Date) 

I hereby claim the benefit under Title 35, United States Code § 120 of any United States application(s) 
or PCT international application^) designating the United Stated of America that is/are listed below and, insofar 
as the subject matter of each of the claims of this application is not disclosed hi that/those prior application^) in 
the manner provided by the first paragraph of Title 35 a United States Code § 112, 1 acknowledge the duty to 
disclose to the United States Patent and Trademark Office all information known to me to be manorial to 
patentability as defined in Title: 37, Code of Federal Regulations, §1.56 which became available between the 
filing date of the prior application and the national or PCT international filing date of this application: 



Page 1 of 2 



00368860 



20/02 20tf7 13:00 FAX + 4 9 8 9232? Q 592 9 PA Boets r s&Lieck . {2)003/005 

^ FEB: 2007 1 2:20 f ^ 8024 903 2 1 93 f „ NR. 853 S. 3/5 

; * FLH Docket No. 93000S-220S 

^ Prior U.S. (or U t S .-designating PCT) Appttcation(9) [list additional ^plications on separate page]: 

tj.b. serial Tsto_-_ gUed rpa-v/Moxxti^Y^ fct AuohcationNo,, status (pateax tecLpgEidttig. abandoned 



I Hereby appoint Ronald JL Santucci, Registration No, 28,988, and Frornmer Lawrence & Haug LLP, or 
their duly appointed associate, my attorneys, with, full power of substitution and revocation, to pi osooute this 
application, to make attentions £ad amendments mersui, to file continuation and divisional applications thereof, 
to receive the Patent, and to transact all business in the Patent and Trademark Office and m the Courts m 
connection therewith, and to insert the Serial Number of the application in the space provided above, and 
specify that all conmiUJDications about the application are to be directed to the following correspondence 
address: 

Ronald R. Santucci, Esq. 

c/o FROMMER LAWRENCE & HAUG LLP Direct all telephone calls to: (212) 5SS-OSO0 

745 Fifni Avenue to the attention of: Ronald R. Santucci 

New York, NY 10151 

I hereby declare that all statements road© herein of my own knowledges are true and that all statements 
made on information and belief are believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are pirmehable by fine or imprisonment, or both, 
under Section 1001 of Title 18 of the United States Code and that such willful false statements may jeopardise 
the validity of the application or any patent Issued thereon.. 

X Signature: kM±Z Date: A^j Jf . ^ g_ 

Full name of sole or first inventor; Karin ICLOKKERS \J 

Re'&idtocer-- 1 -'- - Foldlorehr^W - " ~ 

Mailing Address; Eichenstr. 2a, D-S36 20 7 Feldklrcheri-Westerham, Germany 

Citizenship: German 

X Signal jfetaa ^O&UO Date: ^M^SOL— 

Fall name of 2nd joint inventor (if any): Marion ZELLNER 
Residence: Bgmating, Germany 

Mailing Address: Binsberg 15, D-S565S, Egrnating, Germany 

Citizenship: German 



Signature; , Date: . 

Pull name of 3rd joint inventor (if any): Thomas RILLMAN 
Residence: BelJheixa, Germany 

Mailing Address: Gustav-Uhricht-Str. 46, JD-76753, Bellheim, Germany 

Citizenship : German 
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00366860 



2 0./ 02 20O7 13:00 FAX +4 989232*R5929 



PA Boete rs&Lieck 



■20'. FEB: 2007 12:20 



^ Signature; 



f 



-1 8024 908 2198 



NR. 853 



12! 004/005 

S. 4/5"" 



FLH Docket No. 93G008-220S 




Date; 



Full name of 4th j oint inventor (if any) : Andreas DAUER, 

Mailmg Addrass: Julius-vo^-Nie?thamnier-Str. 16, D-S3052 Heufeld, Germany 

Residence: Heufeld, Geima^y 



Citizenstiip: 



German 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Attorney Docket No 
Inventors : 
Serial No . : 
Filing Date: 
Examiner : 
Customer No: 
Group Art Unit : 
Confirmation No: 
Title: 



93 0008-2208 (BOE0 0 04US .NP) 

Klokkers et al . 

10/577,569 

Not Yet Assigned 

Not Yet Assigned 

26259 

Not Yet Assigned 
6210 

Pharmaceutical Active- 
Ingredient-Containing Formulation 
with Coating 



"Express Mail" Label No. E MO 5466561 3US 
Date of Deposit February 21, 2007 

I hereby certify that this paper is being deposited with the 

United States Postal Service "Express Mail Post Office 

to Addressee" service under 37 CFR 1.10 on the date 

indicated above and is addressed to the Commissioner for Patents 

Post Office Box 1450, Box Missing Parts, Alexandria, VA 22313-1450 



By. 
Type 



ame: ifane IV 



ifane Massey Licata, Reg. No. 32,257 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Petition Under 37 CFR §1.47 (a) 

Applicants petition pursuant to 37 CFR §1.47 (a) for the Office 
to accept the Declaration and Power of Attorney Forms for the 
above-referenced application which have been signed by inventors 
Klokkers, Zellner and Dauer but not signed by inventor Rillman. 



r 



Attorney Docket No.: 
Inventors : 
Serial No . : 
Filing Date: 
Page 2 



BOE0004US.NP 

Klokkers et al . 

10/577,569 

Not Yet Assigned 



Applicants' counsel accepted the representation- and handling 
of this application on February 20, 2007. As evidenced by the 
attached letter from Boeters & Lieck, inventor, Rillmann refuses to 
sign the Declaration and Power of Attorney form. 

Therefore, Applicants are submitting with this petition, the 
requisite fees under 37 CFR §1.17(i) and 1.17(a)(3) and 
respectfully request that the attached duly executed Declaration 
and Power of Attorney forms signed by inventors, Klokkers, Zellner 
and Dauer be considered responsive to the Notification of Missing 
Requirements 



Date: February 21, 2 007 

LICATA & TYRRELL P.C. 
66 E . Main Street 
Marlton, New Jersey 08053 

(856) 810-1515 



Respectfully submitted, 




Jane Massey Licata 
Registration No. 32,257 



20/02 2007 12:59, FAX +4989232365929 



PA Baeta rs&Lieck 



@l 00 1 /005 



FACSIMILE: 001-8 5 6-810-14 5 4 

Licata & Tyrrell P<C. 

Attn,: Ms Jane Massey Licata 

66 E . Main Street 

Marlton, New Jersey 08053 

USA 



90ETERS & LIECK - PMIINIANWAI !r 

- K-JROFI AN PATENT AM'" 
_ TRADEMARK ATTORNEY; 



Dial. inq. H Pclor l irc-k 



Pol. Clifn Ur. Hans U Bool.-": 
nol In )■ * Hart Ciauer (--±u03i 
Onl. Im "» Dlhrn.ii P.iusImh 



Did). L'hc-n '.>r DUttmor <■■>■ F«i'.l»u'v 
Dioi. ina. %':isnd Vsttn 



February 20, 2007/St 
via facsimile 



ri.CHNOL/W^ 1 



URGENT 




. iu< 



Your ref . : unknown 
Our ref. : 16508 

US Patent Application No. 10/577 569 
He x al AG 



Dear Ms Massey Licata: 

On February 12, 2007, Frommer Lawrence & Haug LLP transferred 
the above file to your firm.- Tomorrow, February 21, 2007, is 
the deadline date for filing the response to missing 
requirements. Enclosed please find the following documents 

- declaration 

- assignment 

signed by three inventors. The fourth inventor, Mr. Thomas 
Rillmann, refuses to sign said documents. Further, said 
declaration cites the Frommer et al - address as address for 
correspondence. Please advise whether this will be acceptable 
to the USPTO or let us have your suggestions how to handle the 
situation via return facsimile. 

Thank you very much for your assistance. 
Very truly yours , 




( Dr . Fors Lmeyer ) 




Fncls , 
a/m 



Telephone: (856) 810-1515 
Facsimile: (856) 810-1454 



dtcmklaftng Science Into tfnmn&m® 
66 S. J(am Sfaeet 
idinkfim, u\m $t*Metf 08053 



Web Site: licataandtyrreil.com 



Direct E-mail: jmiicata@iicataandtyrreli.com 



February 23, 2 0 07 



Via Federal Express 



Dr. Thomas Rillmann 
Gustav-Ulricht-Str . 46 
D-76753 Bellheim, Germany 

RE: U.S. National Stage Patent Application entitled 

"Pharmaceutical Active-Ingredient-Containing Formulation 
with Coating" 

Serial No: 10/577,569 Filing Date: 

Your Ref: 16508 

Our Ref: BOE0004US.NP 

Dear Dr. Rillmann: 

Enclosed is connection with the above-referenced application 
are the following documents for signature: 



Please note that if a change is made to any of the 
information contained in the above-referenced documents, each 
change must be initialed and dated. Please return these 
documents to our office at your earliest convenience, on or by 
March 22, 2007. 

You can return the executed documents via e-mail, facsimile, 
regular U.S. mail or in the return Federal Express envelope 
provided. If a change is made to any of the information 
contained in the documents, each change must be initialed and 
dated. 



Declaration and Power of Attorney form to be signed and 
dated by you; and 



Assignment to be signed and dated by you. 



February 23, 2 0 07 
Page 2 



If you have any questions, please contact me, 

Best regards, 

Jane Massey Licata 



JML : deb 
Enclosure 



cc: Dr. Dietmar Forstmeyer 
Boeters & Lieck 



FedEx | Ship Manager | Label 79?9 3789 0918 
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From: Origin ID: WWDA (856)810-1515 
Deborah Ehret 
Licala & Tyrrell P.C. 
66 East Main Street 

Marlton.NJ 08053 
UNITED STATES 



CLSQ 12107/21/21 



SHIP TO: 4908923236590 

Dr. Thomas Rillman 
Gustav-Ulricht-Str. 46 



Bellheim, 76753 

DE 



BILL SENDER 




Ship Date: 23FEB07 
ActWgt: 1 LB 

System*: 7019245/INET2600 
AccounW:S ********* 



TotWgt: 1 LB 



These cpmmodities, tEchnology, Dr software were exported ffDm the United States in accordance with 
the export administration regulations. Diversion contrary to United Stales law prohibited. 

The Warsaw Convention may apply and will govern and in most cases limit the liability of Federal 
Express for loss or delay of or damage Id your shipment. Subject to the conditions of the contract. 

CONSIGNEE COPY - PLEASE PLACE IN POUCH 



REF: BOE0004US.NP 

DESC-1: Correspondence/No Customs Value 

DESC-2: 

DESC-3: 

DESC-4: 

EEL NO EE! 30.37(a) 

COUNTRY MFG: US 

CARRIAGE VALUE: 0.00 USD 

CUSTOMS VALUE: USD 

T/C: S 165654455 D/T: S 165654455 

SIGN: Deborah Ehret 

EIN/VAT: 



IP ENVELOPE 

TRK# 7929 3789 0918 



FORM 
0430 



FRA 



PM 



76753 



--DE 



X5 ZOQA 



Shipping Label: Your shipment is complete This shipping label constitutes the air waybill for this shipment. 

1. Use the "Print" feature from your browser to send this page to your laser or inkjet printer. Fold the printed page along the 
horizontal line. 

2. Place 2 originals of the shipping label in the pouch and affix it to your shipment so that the barcode portion of the label 
can be read and scanned. 

Warning: Use only the printed original label for shipping. Using a photocopy of this label for shipping purposes is fraudulent and could result in addition; 
charges, along with the cancellation of your FedEx account number. 

LEGAL TERMS AND CONDITIONS OF FEDEX SHIPPING DEFINITIONS. On this Air Waybill, "we", "our", "us", and "FedEx" refer to Federal Express Corporation, its subsidiaries and branches and their respective 
employees, agents, and independent contractors. The terms "you" and "your" refer to the shipper, its employees, principals and agents. If your shipment originates outside the United States, your contract of carnage 
Is with the FedEx subsidiary, branch or independent contractor who originally accepts the shipment from you. The term "package" means any container or envelope that is accepted by us for delivery, including any 
such items tendered by you utilizing our automated systems, meters, manifests or waybills. The term "shipment" means a!l packages which are tendered to and accepted by us on a single Air Waybill. AIR CARRIAGE 
NOTICE. For any international shipments by air, the Warsaw Convention, as amended, may be applicable. The Warsaw Convention, as amended, will then govern and in most cases limit FedEx's liability for loss, 
delay of, or damage to your shipment. The Warsaw Convention, as amended, limits FedEx's liability. For example in the U.S. liability is limited to $9.07 per pound (20$ per kilogram), unless a higher value for carriage 
is declared as described below and you pay any applicable supplementary charges. The Interpretation and operation of the Warsaw Convention's liability limits may vary in each country. There are no specific 
stoppingplaces which are agreed to and FedEx reserves the right to route the shipment in any way FedEx deems appropriate. ROAD TRANSPORT NOTICE. Shipments transported solely by road to or from a 
country which is a party to the Warsaw Convention or the Contract for the International Carriage of Goods by Road (the "CMR") are subject to the terms and conditions of the CMR, notwithstanding any ™|_ 
provision of this Air Waybill to the contrary. For those shipments transported solely by road, if a conflict arises between the provisions of the CMR and this Air Waybill, the terms of the CMR shall prevail LIMITATION 
OF LIABILITY, if not governed by the Warsaw Convention, the CMR, or other International treaties, laws, other government regulations, orders, or requirements, FedEx's maximum liability for damage, loss, delay, 
shortage, misdelivery, nondelivery, misinformation or failure to provide information in connection with your shipment is limited by this Agreement and as set out in the terms and conditions of the contract of carriage. 
Please refer to the contract of carriage set forth in the applicable FedEx Service Guide or its equivelent to determine the contractual limiatation. FedEx does not provide cargo liability or all-nsk insurance, but you may 
an additional charge for each additional U.S. $100 (or equivalent focal currency for the country of origin) of declared value for carriage. If a higher value for carriage is declared and the additional charge is paid, 
FedEx's maximum liability will be the lesser of the declared value for carriage or your actual damages. LIABILITIES NOT ASSUMED. IN ANY EVENT, FEDEX WONT BE LIABLE FOR ANY DAMAGES, WHETHER 
DIRECT, INDIRECT INCIDENTAL, SPECIAL OR CONSEQUENTIAL IN EXCESS OF THE DECLARED VALUE FOR CARRIAGE (INCLUDING BUT NOT LIMITED TO LOSS OF INCOME OR PROFITS) OR THE 
ACTUAL VALUE OF THE SHIPMENT, IF LOWER, WHETHER OR NOT FEDEX HAD ANY KNOWLEDGE THAT SUCH DAMAGES MIGHT BE INCURRED. FedEx won't be liable for your acts or omissions, 
Including but not limited to incorrect declaration of cargo, improper or insufficient packaging, securing, marking or addressing of the shipment, or for the acts or omissions of the recipient or anyone else with an 
interest in the shipment or violations by any party of the terms of this agreement. FedEx won't be liable for damage, loss, delay, shortage, misdelivery, nondelivery, misinformation or failure to provide information in 
connection with shipments of cash, cun-ency or other prohibited items or in instances beyond our control, such as acts of God.perils of the air, weather conditions, mechanical delays, acts of public anBmie8,war, strlkB 
civil commotion, or acts or omissions of public authorities(lncludlng cutoms and health officials) with actual or apparent authority. NO WARRANTY. We make no warranties, express or implied. CLAIMS FOR LOSS, 
DAMAGE OR DELAY. ALL CLAIMS MUST BE MADE IN WRITING AND WITHIN STRICT TIME LIMITS. SEE OUR TARIFF, APPLICABLE FEDEX SERVICE GUIDE, OR STANDARD CONDITIONS OF CARRIAGE 
FOR DETAILS. The Warsaw Convention provides specific written claims procedures for damage, delay or non-delivery of your shipment. Moreover, the interpretation and operation of the Warsaw Convention s 
claims provisions may vary in each country. Refer to the Convention to determine the claims period for your shipment. The right to damages against us shall be extinguished unless an action is brought within two 
years, as set forth in the Convention. FedEx is not obligated to act on any claim until all transportation charges have been paid. The claim amount may not be deducted from the transportation charges, if the recipient 
accepts the shipment without noting any damage on the delivery record, FedEx will assume the shipment was delivered in good condition. In order for us to consider a claim for damage the contents, original shipping 
carton and packing must be made available to us for inspection. MANDATORY LAW. Insofar as any provision contained or referred to in this Air Waybill may be contrary to any applicable international treaties, laws, 
government regulations, orders or requirements such provisions shall remain in effect as a part of our agreement to the extent that it is not overridden. The invalidity or unenforceability of any provisions snail not 
affect any other part of this Air Waybill. Unless otherwise indicated, FEDERAL EXPRESS CORPORATION, 2005 Corporate Avenue, Memphis, TN 38132, USA, is the first carrier of this shipment. Email address 
located atwww.fedex.com. 



https://ww.fedex.coiTi/cgi-bin/sMpJt/umty/6DjQx2AdVr6IgWs2DeSq6JaQx9BdUu2IbT... 2/22/2007 



FedEx i Track 



Page 1 of 2 



Track Shipments 
Detailed Results 



US Home 
Espaiiol 



Paclcaqe/'Bwebpe Services 



Information Center | Customer £ 
[Search 



Office / PfM Services j FretghtServtass } ExpedledServl 



vSanag€ My Amm nt: | totematlorial Took 
fg) Printable Version £?j Quick Help 



Tracking number 
Signed for by 
Ship date 
Delivery date 

Status 



792937890918 

..F RILLMANN 

Feb 23, 2007 

Feb 26, 2007 11:00 AM 

Delivered 



Reference 
Destination 
Delivered to 
Service type 
Weight 



BOE0004US.NP 
BELLHEIM DE 
Receptionist/Front Desk 
Priority Envelope 
1.0 lbs. 



Wron g AddressY 
Reduce future mistaf 
FedEx Address Che( 

Tracking a FedEx Sr 

Shipment? 

Go to shipper login 



Date/Time 
Feb 26, 2007 



Feb 24, 2007 



Feb 23, 2007 





Activity 


Location 


11:00 AM 


Delivered 


BELLHEIM DE 


7:09 AM 


On FedEx vehicle for delivery 


BRUCHSAL DE 


6:58 AM 


At local FedEx facility 


BRUCHSAL DE 


10:13 PM 


Int'l shipment release 


FRANKFURT DE 


10:08 PM 


Arrived at FedEx location 


FRANKFURT DE 


10:08 PM 


in transit 


FRANKFURT DE 


5:35 AM 


Departed FedEx location 


MEMPHIS, TN 


1:07 AM 


Departed FedEx location 


MEMPHIS, TN 


11:37 PM 


Arrived at FedEx location 


MEMPHIS, TN 


8:27 PM 


Left origin 


MOUNT LAUREL, 




NJ 


4:33 PM 


Picked up 


MOUNT LAUREL, 




NJ 


10:31 AM 


Package data transmitted to 






FedEx 





Details 



Package available for 
clearance 



list rates on efelfejj 
MB Express jj 



[ Signature proof j ( E-mail results ] f Track more shipments ] 

Subscribe to tracking updates (optional) 



Your Name: 



Your E-mail Address: 



E-mail address 



Language 

English 



Exception 
updates 



English 
English 
English 



mm. 



Delivery 
updates 



□ 



http://www.fedexxom/Tracking^ 4/4/2007 



FfedEx I Track 
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Select format: ® HTML O Text O Wireless 
Add personal message: 

Not available for Wireless 

or non-English characters. 



n By selecting this check box and the Submit button, I agree to these Terms and submit 
I— I Conditions 



Globai Home | Servicejnfg j AboujFedEx | inv estor Relations I Careers | fedexxom Terms ofUse [ Pnv^cy_PoSicy 

This site is protected by copyright and trademark laws under US and International law. All rights reserved. © 1995-2007 FedEx 



http://ww.fedraxomtf ■ ■ 4/4/2007 
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BOETERS & LIECK 



FACSIMILE: 0 01-856-810-1454 
LicatcJ & Tyrrell P>C. 
Attn.: Ms Jane Massey Licata 
6 6 ti. Main Street 



Ma rlton, 
USA 



New Jersey 



April 19, 2007/St 
via f acsiroi J e 



Youi ref-: BOE004US . NP 
Our ref. : 16508 
US Patent Application No, 
I-Lexd ] AG , 



10/577 569 



PATEN | AN WALT E 
EUROPEAN PAT t NT AND 
TRADEMARK ATTORNEYS 

Dipl. InQ. 1 1. Peter Lieck 

Dipl. Chem. Hr. H^nf, D. Boeter* 

Dipl. hiq. kobert Bauer ( 2003^ 

Dipl. Incp Di. Oilimar Pauslion 

Dipl. Chem. Dr. Dlr\mar G. horslm^'" 

Dipl. Irtfj. Woland Veith 

Thomas breitwieutv' RCThK.inwtill 

TUCHNOLAW® 

3G33I MOnrfifin Ceimunv 

lnfo""boel:i *-ln.»«.l* 

Tel j.4<)l('}Hy/.-i23 659 0 



Dear Jane : 

This is with reference to your letter of April 4, 2007. 

We confirm that Dr. Rillmann' s address is the latest known 
address and Lhe correct one. Enclosed you will Irnd a copy ot 
a letter we sent him on March 12, 2007 whereupon he contacted 
Hexsl AG and refused further cooperation. 

We will try to let you have further information and evidence 
shorLly . 

Very truly yours, 



(Dr. Forstmeyor) 



7 



Encla 
a/m 



v;ww.bi>oL"i -j inn k Mi- 



Response To Notice To File Missing Parts Of Application 
Filing Date Granted (PTO-1533)(Large Entity) 



Docket No. 
930008-2208 (BOE0004US.NP) 



In Re Application Of: Klokkers et al. 



Application No. 


Filing Date 


Examiner 


Customer No. 


Group Art Unit 


Confirmation No. 


10/577 5 569 


Not Assigned 

.,„_ 


Not Assigned 


26259 


Not Assigned 


6210 



I n vention : Pharmaceutical Active-Ingredient-Containing Formulation with Coating 



Mail Stop Missing Parts 
COMMISSIONER FOR PATENTS: 

This is a response to the Notice to File Missing Parts of Application - Filing Date Granted (PTO-1533) mailed on 

December 21. 2006 ■ 

Date 

Enclosed herewith for filing are the following: 

El A copy of the Notice to File Missing Parts of Application - Filing Date Granted (PTO-1 533). (REQUIRED) 

□ An oath or declaration in compliance with 37 CFR 1.63, including residence information and identifying the 
application by the above Application Number and Filing Date. 

^ A properly signed oath or declaration in compliance with 37 CFR 1 .63. 



□ An oath or declaration in compliance with 37 CFR 1 .63 listing the names of all inventors and signed by the 
omitted inventor(s), identifying this application by the above Application Number and Filing Date. 

□ A verified English translation of the non-English language application papers as originally filed. It is requested 
that this translation be used as the copy for examination purposes in the United States Patent and Trademark 
Office. 



□ Other (list): 
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P31 LARGE/REV06 



f 



Response To Notice To File Missing Parts Of Application 
Filing Date Granted (PTO-1533)(Large Entity) 



Docket No, 
930008-2208 (BOE0004US.NP) 



In Re Application Of: Klokkers et al. 



Application No. 


Filing Date 


Examiner 


Customer No. 


Group Art Unit 


Confirmation No. 


10/577,569 


Not Assigned 


Not Assigned 


26259 


Not Assigned 


6210 



Invention: Pharmaceutical Active-Ingredient-Containing Formulation with Coating 



TO THE COMMISSIONER FOR PATENTS: 
Mail Stop Missing Parts 
□ Completion of application fees as calculated below: 

□ Utility application basic fee 

□ Design application basic fee 

□ Search Fee 

□ Examination Fee 

□ Total number of independent claims = 

□ Total number of claims = 

□ Multiple dependent claims 

(S Surcharge for late payment of filing fee and/or late filing of original declaration or oath $130.00 

□ Petition and fee for filing by other than all the inventors or a person not the inventor 

□ Fee for processing an application filed with a non-English language specification 

□ Fee for processing and retention of application 

Total completion of application fees 

This is a request under the provisions of 37 CFR 1.136(a) to extend the period for filing a response to the 
above-identified Notice to File Missing Parts of Application. The requested extension is as follows (check time period 
desired). If an additional time extension is required, please consider this a petition therefor. 

□ One month □ Two months □ Three months □ Four months K) Five months 

from: February 22, 2007 until: July 21, 2007 

Date Date 

Total time extension fees $2,160.00 
Total fees due $2,290.00 
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P31 LARGE/REV06 



{ 



Response To Notice To File Missing Parts Of Application 
Filing Date Granted (PTO-1533) (Large Entity) 


Docket No. 
930008-2208 (BOE0004US.NP) 


In Re Application Of: Klokkers et al. 


Application No. Filing Date 
10/577,569 Not Assigned 


Examiner 
Not Assigned 


Customer No. 
26259 


Group Art Unit 
Not Assigned 


Confirmation No. 
6210 



Invention: Pharmaceutical Active-Ingredient-Containing Formulation with Coating 



TO THE COMMISSIONER FOR PATENTS: 
Mail Stop Missing Parts 



The fee of $2,290.00 is to be paid as follows: 

□ A check in the amount of the fee is enclosed. 

□ The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to 
Deposit Account No. 

1X| If an additional extension of time is required, please consider this a petition therefor and charge 
any additional fees which may be required to Deposit Account No. 50-1619 

El Payment by credit card. Form PTO-2038 is attached. 

WARNING: Information on this form may become public. Credit card information should not be 
included on this form. Provide credit card information and authorization on PTO-2038. 



Dated: July 17, 2007 



Signature 



Jane Massey Licata, Reg. No. 32,257 
Kathleen A. Tyrrell, Reg. No. 38,350 
Licata & Tyrrell P.C. 
66 E. Main Street 
Marlton, New Jersey 08053 
Telephone: (856) 810-1515 
Facsimile: (856) 810-1454 



cc: 



I hereby certify that this correspondence is being 
deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope 
addressed to "Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450" [37 CFR 1.8(a)] on 



(Date) 



Signature of Person Mailing Correspondence 



Typed or Printed Name of Person Mailing Correspondence 
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United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patetit and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 223U-1450 

www.iispto.gov _____„„_„« 



U.S. APPLICATION NUMBER NO. 



MST^M^B APPLICANT 



ATTY. DOCKET NO. 



10/577,569 



Ronald R. Santucci 
Frommer Lawrence & Haug 
745 Fifth Avenue 
New York, NY 10151 



& HAUG, LLP 



/ KariaXlokkers 



Docket System „A 
^afcs- Report - 
DoefetBSok. 
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Date Mailed: 12/21/2006 

NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

The following items have been submitted by the applicant or the IB to the United States Patent and Trademark 
Office as a Designated / Elected Office (37 CFR 1 .495). 

• Copy of the International Application filed on 04/27/2006 

• English Translation of the IA filed on 04/27/2006 

• Copy of the International Search Report filed on 04/27/2006 
« Copy of IPE Report filed on 04/27/2006 

© Preliminary Amendments filed on 04/27/2006 

® Information Disclosure Statements filed on 04/27/2006 

• Oath or Declaration filed on 04/27/2006 

• U.S. Basic National Fees filed on 04/27/2006 

• Priority Documents filed on 04/27/2006 



The applicant needs to satisfy supplemental fees problems indicated below. 

The following items MUST be furnished within the period set forth below in order to complete the requirements f 
acceptance under 35 U.S.C. 371: 

. Oath or declaration of the inventors, in compliance with 37 CFR 1.497(a) and (b), identifying the applicati 
by the International application number and international filing date. The current oath or declaration does 
not comply with 37 CFR 1 .497(a) and (b) in that it: 

h is not executed in accordance with either 37 CFR 1 .66 or 37 CFR 1 .68. 

o To avoid abandonment, a surcharge (for late submission of filing fee, search fee, examination fee or oath 
or declaration) as set forth in 37 CFR 1 .492(h) of $1 30 for a non-small entity, must be submitted with the 
missing items identified in this letter. 



SUMMARY OF FEES DUE: 
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Total additional fees required for this application is $130 for a Large Entity: 
e $130 Surcharge. 

ALL OF THE ITEMS SET FORTH ABOVE MUST BE SUBMITTED WITHIN TWO (2) MONTHS FROM THE 
DATE OF THIS NOTICE OR BY 32 MONTHS FROM THE PRIORITY DATE FOR THE APPLICATION, 
WHICHEVER IS LATER. FAILURE TO PROPERLY RESPOND WILL RESULT IN ABANDONMENT. 

The time period set above may be extended by filing a petition and fee for extension of time under the provisions 
of 37 CFR 1.136(a). 

Applicant is reminded that any communications to the United States Patent and Trademark Office must be mailed 
to the address given in the heading and include the U.S. application no. shown above (37 CFR 1 .5) 

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web. 
https://sportal.uspto.gov/authenticate/AuthenticateUserLocalEPF.html 

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or 
' visit our website at http://www. us pto .g ov/ebc. 

If you are not using EFS-Web to submit your reply, you must include a copy of this notice. 

CHARITTA A BURT 



Telephone: (703) 308-9140 EXT 207 
PART 1 - ATTORNEY/APPLICANT COPY 

U.S. APPLICATION NUMBER NO, | INTERNATIONAL APPLICATION NO. | ATT Y. DOCKET N~ 

10/577,569 ——————— — — - PCT/E p 0 4/ 12 230 ~ 930008-2208 



FORM PCT/DO/EO/905 (371 Formalities Notice) 



20/02 2007 13:00 FAX +4989232365929 PA Bob ts r s&Lieck f _ g]002/005 

^FEB'.^O?'^:^' j 8024 908 2198 f ""J" ✓✓NR. 853'** 8. 2/5 

FLH Docket No. 930008-2208 



DECLARATION FOR PATENT APPLICATION AND POWER OF ATTORNEY 
(Under 37 CFH § 1 .63; includes reference to PCT International Applications; 

As a below named inventor, I hereby declare that: 

• My residence, resident, mailing address and dtizeaship axe as stated below next to my name, 

I believe I am an original, first and joint inventor (if plural names are listed below) of the subject matter 
which is claimed and for which a patent is sought on trie invention EN ill LED: 

PHARMACEUTICAL active-mgredient-containing formulation with coating 

The spcdfLcation of \vrjich 1 . 

I | is attached hereto 

E><3 was filed on ., as: 

(3 United States Application S erial No . „ . _ t 

[X] as a National Phase or Continuation or Continuation-in-Part or Divisional of 
PCT Application No, ?CT/EP2QQ4/.Q,1223,Q , filed Ogtobgy 2-^ r 2QQ.4 
and designating the U.S., and published as WO 2005/041934 A on May 12, 2005 
□ ^ith amendments through (if applicable, give details). 

I hereby state that I have reviewed and undttatand the contents of the above-ideritified specification, 
including the claims, as amended by any amendment referred to above. 

I acknowledge the duty to disclose to the United States Patent and Traders* Office all iafcroaailoji 
taown to me to be material to patentability as defined in Title 37 7 Code of Federal Regulations, §1.56. 

- -■"'■^••Ili^bytl^fdrcfgn \ 
application^) for patent or inventors certificate or of any PCX n^ternatiorial application^) designating at least 
one country other than the United State of America listed below and have also identified below any foreign 
application for patent or inventor's certificate or any PCT International applications designating at least oae v 
country other than the United States of America filed by me on the sam<S subject matter having a filing date 
before that of the application(s) on which priority is claimed: 

Prior Foreign/PCT Application^) [list additional applications on separate page]: 

Priority Claimed; 

Country for PCT) A pplication Number; Filed mav/M onth/Year) Jgp. -H^ 

DE (Germany) 103 51 301.9 31/10/2003 g U 

DE (Germany) 10 2004 014 323.7 24/03/2004 IEI U 

1 hereby claim the benefit under 35 U.S.C- § 1 19(e) of any United States application listed below: 



(Application Number) (Filing Date) 

I hereby claim the benefit under Title 35, United States Code § 120 of any United States applications) 
or PCT international application^) designating the United States of America that is/are listed below and, insofar 
as the subject matter of each of the claims of this application is not disclosed in that/those prior applications) m 
the manner provided by the first paragraph of Title 35, United States Code § 112, 1 acknowledge the duty to 
disclose to the United States Patent and Trademark Office all information known to me to be manorial to 
patentability as defined in Title 37, Code of Federal Regulations, § 1,56 which became available between the 
filing date of the prior application and the national or PCT international filing date of this application: 
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Prior (or Undesignating PCX) Applications) [list additional applications on separate page]: 
xj.a. seriaiTSTo,: Piled o^av/MoxxtlVY^ ftCT Application Nq, Status foate^ted.^&ndma, a b andoned) 

I hereby appoint Ronald R. Santucei, Registration No. 2S,9SS„ and Frommer Lawrence & Haug LLP, or 
their duly appointed associate, my attorneys, wife full power of substitution and revocation, to piosecuta this 
application, to raate alterations and arr^idmcnts therein, to file continuation and divisional applications thereof, 
to receive the Patent, and to transact all business in the Patent and Trademark Office and m the Courts in 
connection therewith, and to insert, the Serial Number of the application in the space provided above, and 
specify that all commtroications about the application are to be directed to the following correspondence 
address: 

Ronald R. Santucci 9 Esq. 

c/oFROMMERLAWR]ENCE&HAUGLL^ Direct all telephone calls to: (212) 5SS-0B00 

745 Fifth Avenue to the attention of: Ronald R. Santucci 

New York, NY 10151 

I hereby declare that all statements made herein of my own knowledge axe true and that all statements 
made on information and belief are believed to be true; and further that these statements were made- with the 
knowledge that willful false statements and the like so made are punishable by fine or imprisonment, or both, 
under Section 1001 of Title 18 of the United States Code and that such willful false statements may jeopardise 
the validity of the application or any patent issued thereon. 

X Signature: JuM^ Date: J^ff d^OoQ_ 

Pull name of sole or first inventor; Kaiin KXOKXERS {J 

Re'sidbrrcer^ 1 ' - FoldtMichc^Wcste^ ' - " 1 ' 

Mailing Address: EichenstC- 2a, D-S3620, Feldldrchen-Wesrerham, Germany 

CitizensMp: German 

Poll name of 2nd joint inventor (if any): Marion ZELLNJ5R 
Residence: Bgmatxng, Germany 

Mailing Address: Binsberg 15, D-S565S, Egrnating, Germany 

Citizenship: German 



Signature; _ , , Date: 



Pull name of 3rd joint inventor (if any): Thomas RILLMAN 

Residence: Bellheim, Germany 

Mailing Address: Gustav-Ullricht-S tr. 46 7 D-76753, Bellheim, Germany 

Citizenship : German 
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Date: 



Full name of 4th joint iav^ator (if any): Andreas DAUER 

Mailing A-dd*6ss: " Miu^vo^Ni^.'h^mmer-Str- 16, D-B3Q52 Heufeld, Germany 

Residence: Heufeld, Genaany 



Citizenship; 



German 
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GOUsffilNED DECLARATION FOR PATENT APPLIC ATION AND PQWE1 OF ATTORNEY 



ATTORNEY D(X:KETHUMBER 

330008^2208: 



As a below named inventor, I hereby declaim that: 

My residence* post oMes address and dtizei^Mp a^ as staled below aexl to my-isame,. 
I believe I am the-original, first and sole inventor (if only one.aame is listed . below) or an original* first and joint 
iaventor (if plural names are listed Mow) of the subject matter which is claimed ' and for which a patent- is sought 
on the mventioa entitled 



PHARMACEUTICAL ACTIVE- IHGRBDIENT-CQMTAIHIHG FORMULATION WITH COATING 



The specMcatio'n of which (check only one item below): 
( ) is attached Jiereto. 
(I ) was lied as United States application 
Serial No* 

OB 



and was amended 



on 



(if applicable) 



{ $ wasSIedaslCTIatejmtxdiiala^ 

Nmber PCT/EP2O04/O12230 



on 



Oct.. 28; 2004 



'md was amended wider PCX Article 19 



on 



(ifappEcabfe) 



I. fceas&y state that I nave reviewed and raderstaid coiier&s of tie abovs-ideEtkled spscMcatioii, inclndmg the claiins, as- 
amended by any amendment inferred to above. 

1 aclmowledge the dafy to disclose iafomiaition which is Movm to me or other person© involved in the preparation or 
proseoiriari of this application to be material to the cmswa^m of this application and to paten^bii.ty as-defined in Title 37, 
Code of Federal Regions,. § L56L 



I hereby anthopze the U.S. attorney or agent Earned herek to- accept and Mow msXm&om fern. 



as to any actios* taken in the Patent and *Tmdetnark Office reg&rdmg this application without direct cx>mniBBicatioii between the 
U.Sv attorney or agent and die undersigned. Is the event of a diange .in the persons from whom iBstrnciioES may be taken, the 
U.SL attorney or agent earned' hereirt wilt te so notified by the tradera^^' 

thereby claim beaeits tmder Title 35, United States Code, §119 of any appIIcattOE(s) for patent or inventofs. certificate or 
of any PCT iaterri&tioriai application^) dcsignatins at least one country olier .that tie United- States of America listed below 
and r»e also identified below any foreign applications) for' patent or ijavefttor($) certificate or any FCT inlemational 
appiicatioE(s) designating at least one country .other daa' the United States of America filed by me on the same subject matter 
Mviiig a Sling date before Oiat of the -appIicadon(s) of which priority k clairnedt 



mO% FORMGN/PCT APPLICATORS) AND ANY PSIOKITT CLAIMS WDM. 35 U.S.0. 1 » 



QOtJhmiT 
(JFPCi; Mease "PCT) 



APPLICATION NUMBER 



103 51 301 .9- 



DATE OF HUNG 
(cky s mttirtt^ year) 



PRIORITY CLAMEi> 
UNDER 35 USC 119 



Germany 



31,0kt'ober 2003 



YES NO 



Germany 



102004014828,7 



24. March 2004 



YES^ NO 
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Combined Declaration For P&fert Application and Power of Attorney (Continued) 



ATTORNEY IX>CKETMJMBE£t 



l ^y^m^ Title 35, United Stales Coder§l2d of an? United States ^plicatH>ii(s) or PCT mtema&iia!: 

^cato^desjpaliiig the (feted Slates of America A* Warn listed below and, insofar teife adject mtfar of eacfrtf Hie 
■c^ of to appkcato Is not disclosed m tMl/fe prior applications) id fte maimer ptmftfcdtyfe HM parage of Tile 
^ UxiiiecS bfaies Code, §112, 1 admoMedge the duty to disclose material lirfoomfoa as defined k TMe 37, Code of FedeM 

Kf^^ ™* theaattoiialorPCrinteiBatioml 

§M% dale of tks applicator 



MIOH JJ& AFHIC AHOHS QR FCTIHlESKAnOHAL APHJCAI ggSj D^jQjjteiron TOR H ft mMiw tmw ^ re* n m 



m, mucAnonmjmm 



U&mJNQBATE 



FCT-AmJGATXON NUMBER 



FCT Af^CAlION£ DESIGNATING THE IIS.. 



ICTFUJNODATE 



UL& SERIAL NUMBER 
ASSIGNED 



PATENTED im«KO 



POWER OF ATTORNBF: As a named inras&or, I tet^-appofiit the Mowing attorneys) astd/or assays) fo pisseoiie IMs 
areata aad^ Hie^wldL^aBieaiid legfetaHoa Bosober) 

Konald R. Santucci, Reg. No. 28', 988 



, -mxtQ: Ronad E. Saritucci, 
c/o FROMMER LAWRENCE & HAUGH LLP 
^ita^fth^Ax^nyie, Npv Y^rl. MY ini LSJ 

Thomas 



Te . : 212 588-0800 ' 



R£SI£>ENC£& 



posromeE 

ADDRESS 



FAMILY NAME 

RILLMANM 



COT 

D-76753 Bellheio 



KiSt OFFICE ADDRESS 

Gustav-Ullrlch-Str.46 



STATE OR FOREIGN COWRY~ 

Germany 



cirr 

D-76753 Bellhaim 




SECON00TVEH NAME 



Germany 



I toy dedto imder peoafr of perjmy under ef*e laws of thetfeifcd Stales of America that all statements rade hernia of .my 
owHioaowiedge B^pm$MtMt .ail statements mde oe informato md belief aiebeiieved to be to; andfetMr that to 




IS TEE UNITED STATES PATENT AND TEAD1MARK OFFICE 



Attorney Docket No.: BOE0004US -.HP 

Inventors: Klokkers at aL 

Serial No. : 10/577,569 
Filing Date: Not Assigned 

Examiner: Not Assigned 

Customer Mo: 26259 
Group Art Unit: Not Assigned 

Confirmation No: 6210 

T it 1 a : Pharmaceutical Active -Ingredient^ 

Containing Formulation with Coating 

Electronically Submitted via EFS-Web 
Dale: Octobe r 4 2007 

i hereby certify that this paper is being electronically 
submitted on the date indicated above to the 
Commissioner for Patents, U.S. Patent & 
Trademark Office 

% S^MhkMd^ 



TypacHName: Jme Massey Licata, Reg, No, 32,257 

Commissioner for Patents 
P * O • Box- 1450 

Alexandria, VA 22313-1450 
Dear Sir: 

Declaration of Hubert Leger 

I, Hubert Leger, of Rexal AG, Industries trBe 25, 83607 
Holzkirchen, Germany state the following: 

1, I am the Head of Patents Sandoz Development Center at 
the Holzkirchen site of Hexal AG ("the Employer") . 1 
have held this position since 1 January 2006, I am 
duly authorised to make this Statement on behalf of the 
Employer who has also acquired rights in US Patent 



attorney Docket No; 
Inventors-: 
Serial No . : 
Filing Date : 
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BOEOQ04US.NB 
Klokkers et al, 
10/577 , 5.69 
Not Assigned 



Application No. 01/377,563 (the * Application") by 
virtue of assignment. The information in this 
Affidavit is taken from the Employer's records, to 
which 1 have, full access, and from my own persona 1 
know! edge, 

2, This Affidavit is made in support of a Petition Under 
37 CFR §1 . 47(a), to accept the Application without the 
signature of one of the co-inventors - Dr. Thomas 
Ril lmann, 

3* On 23 February 2007 a Federal Express package was sent 
to Dr. Rillmann at his last known, address of: Guatav- 
U 1 1 r i oh - Sir. 46, 76753 Be 1.1 h a i m , G e rroa n y , en c 1 o a i n g , 
for signature, a copy of the Declaration for Patent 
Application, a Power of Attorney and an .Assignment 
form. Receipt of this package was confirmed by the. 
Receptionist /Front Desk on 26 February 2007 and this 
confirmation was returned to the U3 attorneys Li. cat a s 
Tyrrell P.C, who are handling the prosecution of the 
Application, on our behalf, in the United States. 
Attached are copies of the letter, Federal Express 
label and confirmation of delivery, 

4. Or, Rillmann did not return any of these documents and 
in the absence of a response from him, I contacted him 
in early 2007 to suggest that we- have a meeting to 
resolve the outstanding issues regarding the 
Application, 

5. Dr. Rillmann agreed to attend a meeting at Hexal AG in 
Holzkirch.en: which took place on. Friday -9" th ' March 2007 . 
The meeting was attended by myself, Dr. Rillmann, Dr\ 



Attorney Docket" No: BOE0004US.NP 
Inventors : Klokkers et al . 

Serial No. : 10/577,569 
Filing Date: Not Assigned 

Page 3 

Zeh-Herwerth and Dr. Karin Klokkers, one of the other 
inventors named on the Application 

6. During the meeting Dr. Rillman indicated that he was 
unwilling to sign documents in relation to the 
Application. 

7. On 25 April 2007 I received a letter from a firm of 
German Patent Attorneys acting for Dr. Rillman. In the 
letter, Dr. Rillman' s attorneys indicated that Dr. 
Rillman would not sign the Declaration in its present 
form because of an on going issue regarding 
inventorship . 

8. On 23 May 2007, at my direction, my colleague, Robin 
Ellis, sent a letter to Dr. Rillmann's attorneys, 
enclosing the Declaration and requesting that it be 
forwarded to their client (see Attached) . 

9. On 20 June 2007, at my direction, our assistant Frau 
Andrea Hundsdorfer spoke with Dr. Rillmann's patent 
attorney, Herr Dr. Steffen Lenz, who confirmed that the 
letter of 23 May 2007 had been forwarded to, and 
received by, Dr. Rillmann. Herr Dr. Lenz also informed 
Frau Hundsdorfer that we should expect to receive an 
executed Declaration by the end of the week commencing 
25 June 2007 . 

10. At my instruction, a further reminder letter was sent 
by facsimile and email to Herr Dr. Lenz on 5 July 2007 
but as of 11 July 2007, the Declaration had still not 
been received. 



Attorney Doc Km No: BQEOOOfUS .NTP 
In veil toes: Klokkers et al- 

Serial Mo, : 10/577, 569 

Filing Date; Mot Assigned 

Page 4 

11. On 13 July 2007, 1 received an executed, amended, 
version of the Declaration from Herr Dt, Lenz which my 
colleague, Robin Ellis, forwarded to our US' attorneys 
for filing at the CJ5PT0. Before executing the 
Declaration, Dr. Rillmann removed the names of the 
other three inventors, 

12. On July 17, 2007, a response to Missing .Parts was filed 
with two Declarations: one signed by the other co- 
inventors and one prepared and signed by Dr. Rillmann, 

13. On 5 September 2007, a decision, was issued by the USPTO 
stating that the Declaration prepared and signed by Dr. 
Rillmann was "not in compliance with 37 CfR .1 , 497 (a) - 
(b)- since it does not identify all of the inventors y \ 

A deadline of 1 month from the mailing date of this 
decision was set to .remedy this deficiency but due to 
the notice being sent to the incorrect US attorney, I 
only became aware- of this decision on 1 October 2007, 

14* On 2 October 2007, rny colleague, Robin Ellis, sent a 

facsimile to Dr. Rillmann' s attorney, informing him of 
the problem with the Declaration executed by Dr. 
Rillmann, and requesting that Dr. Rillmann returns an 
executed version of the original Declaration before 4 
October 2007, 



15, As of. 4. October 2007, the executed Declaration had not 
been received from either Dr.. Rillmann or his attorney. 



Attorney Docket No,: 
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BOE0004US * HB 
Klokkers at al. 
10/577,569 
Hot lis signed 



1 hereby declare that all statements made herein of my own 
knowledge are true and. that all statements made on information and 
belief are believed to be true; and further that these statements, 
were made with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and that such 
willful falsa statements may jeopardize the validity ox the 
application, or any patent issued thereon. 



Respectful ly submitted , 



Hubert Lager 




Dace: October 4, 



2007 



LI CAT A & TYRRELL P.C. 
66. E, Main Street 
Marlton, NJ 08053 



{856} 810-1515 
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EURO-: r-- ' ' 



Herrn 

Dr. Thomas Rillmann 



Did. In; Pi.ii*" " r -i 
i.'U Lr. On r, h * : 

Cispl Cru-T . D' Our; ~ ■' 



Gustav-Ullricht-Str - 4 6 



76753 Bellheim 



12. Marz 2007/St 



Unser Zeichen: 16503 "' - " 

Kanadische Patentanmeldung Nr, 2 543 68 9 '■ ■-■ 

auf Basis von D£ 103 51 301.9, DE 10 2004 014 828.7 
und PGT/EP 2004/012230 

Klokkers et al,; Pharmaceutical active-ingredient-contaming 
formulation with coating - 

Sehr gcehrter Herr Dr. Rillmann! 

In obcngenatinter Patentanmeldung lauft am 26. April 2007 die 
Frist zur Einreichung des Assignments beim Kanadischen 
Pauentamt ab. BitLe lassen Sie uns wissen, ob Sie in 
obengenannter Patentanmeldung sowie in den parallelen Akten 
der Patentfamilie gewillt sind, die notigen Unterschri f ten zu 
lcistcn- BittG bcachten Sie, daft die Anmeldungen ohne Ihre 
Unterschrift moglicherweise als zuruckgenommen gelten und 
eventuell Schadener sat z f orderungen auf Sie zukommen konnten. 

Mit freundlichen GruBen 




Or 
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FAX HEADER , 

NOV. ! 6 . 39 



H9 8024 90S 2-9 



00/2 1 9432840 



OK 



6/6 



EXAL AG 




Vorab pa, i, , 2113 432840 

l.icHTi 

P at enta n wtl i t«* 

Hd. I term D!pf, -ln.y.v "Lena:. 
Postfach 41 07 60 
D-7S207 Karlsruhe 



TbU CO) &J 2* / *> <3U - SI 3>« 

Fox; -^-40 <C>) m> : / O 0$ - 21 

Molzfcirchen, 20 November 2.007 



Your R©f: Ut/vt 

Hexal Refi S07S^-US~PCT 

US patent application "no* 10/677 

bi***od on PCT/EP 2004/012330 

"f*h arm aceuttestr actfve»1ngrodlt0nt containing formulttllon with costtitlfg" 
Dear Mr Lenz, 

I write further to my fitter of a October 2007 (atlaohod), in which ! informed you of the 
deficiencies reported by the USFTO In relation to the smendad Declaration and Power of 
Al tor nay* executed by your client, Or. Thomas Rill mann. 

Wo htw®. fortunately , b«a»n set an extended deadline of 7 January 2007 to film and executed, 
version of tha original Declaration, in which ail four Inventor© are named, to en»ur© that US 
patent application no, 10/677 SB© is not deemed abandoned. 

If yoi.tr Ql'mnt m not willing to sign tiila Declaration, pteM* let know well in advance of the 7 
Jnnumty 200/ deadline so we can communicate this information to the US attorneys 
handling this case. 

Please communicate to your client that failure to file this Declaration is likely to result in the 
application being deemed abandoned... Plsaaa send confirmation of receipt of this letter, 

Yours sincerely , 
HEXAL AG 

Robin Ellis 
Patent Attorney 
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H E X AL AG XLJX 



LiCHTJ 

patentanwIMifit 

Hd, Merrn DfpL-lng. Lartfc 
Fostmch 41 07 60 



2^ 



Tel: m 24 / $ OS - 21 
r;.x' > -5 5) (0> SO 24 / I? 08 at 9« 

Holzkirchan, 20 November 2007 



Your R«f: A3001.4 U*Jvt 

US patent application no* 10/877 aSS 
bas&d on PCT/EP 2004/012230 

"Fharmacouticat «<^^nfti^t«nt containing formulation with coating 5 



Dear Mr Lsnz, 

I write further to my letter of a October 2007 (attached), in which I informed you of th« 
deficiencies reported by the USPTO in relation to the amended Declaration mna Power of 
Attorney, executed by your client, Dn Thomas Rfllmann.. 

We have, fortunately, been set an axtandad deadline of 7 January 20O7 to file and executed 
vet* Jon of the original Declaration, in whioh all four inventors ar© named, to ensure that US 
patent application no.. 10/577 66© m not deem-ed ebssndon©d. 

If your chant Is not wilting to algn this Declaration, pteaeo let us Know woll in advance of the 7 
January ZODT deadline so we can communicate this information to iha US attorneys 
handling this cuss®. 

P!ei$e aornrnunioote to your client that failure- to file this Declaration Is likely to result in the 
application being deemed abandoned. Please eond confirmation of mcefpt of thi* letter, 



Youra sincerely, 

Robin BWm 
Patent Attorney 
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Hoxsst Rot; SOTBS-US-PCT 

US patent «ppl!ot»tlon ro. 10/677 f$%B 

foassod on FCT/HF 2004/012230 

"Pharmaceutical act)vo~1n&rodiom containing formulation with ©o-atlng" 
Dear Mr Lenz, 

I write further to my latter of 2 October 2QD7 (attached). In which I informed you of the 
dwhcmnomu rvporimti by the USPTO in relation to the amended Declaration and Power of 
Attorney, fi&x&cuted by your client, Dr. Thomas RWrnenm 

We have, fortunately, been set an extended deadline of 7 J^itMry 2007 to fife* und executed 
version nt f.ne onyinal i)Afibrn{ion, in v.tiich -ili ton* inventors ans fiwn-ed to --n-nr- rhir U c - 
patent application no. 10/677 689 i& not desmed abandoned. 

If your Ofwns not willing to sign this Declaration, please let us know well in advance of the 7 
hi! Idling <lV t J ; r, ~ s< ' WA rftn ^mmunteafe thl® information to the US attorneys 



Please oorr.nuinic^o to your choni thai: fsuiuro io lite this o^olarati- 



on: is UkreJy to may If in the 
confirmation of receipt of this tetter. 



T ours sfnnemiy, 

Robin Biim 
Patent Attorney 
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LJCHTi 

Patent@nvy£Hte 

Mci. H®rm DiplMng* Lenae 
Poatfach 41 07 GO 
I> 76207 Ka rf sruhe 



Ihr Zaichons A3001.4 t-sc/vt 
POT/SP 2004/012290 

;3 PrmrrTi:i«tyfetI aMsttv^-mgrldf^m containing formulation with coatine" 
hs*m A rbetlin ©hm *»r® rfftid ® r Dr. Thomas Rillm&nn 



S*»hr ^TOhrto Hon Oiph^ng. Staff en Lenz, 

Wir beziehsnuns auf ihre Schrefben in o. Angaieganh^t und nehrnon zur Kannlnla, daB 
oie J farm Or. Tnomm® KHlrnann In cffosor Angoteg&nhoit v©rtr©tejn- 

In d*r Aniaga erhalton Si® alrte .Preparation for Patent application and Power of Attorney* 
bezDgHqb d*r US-<Anmeic1ung Nr. TD/577 sap. Elne Kopfe dtaer Declaration wurd* b»r«tt8 
per Federal faacprms am 23.02.2007 an H*rrn ftlllmann gmmmntit. 

mm te&mmmn 3m una, cfaB Si© dje .Declaration for Patent appHcatlon and Pow^r of 
Attorney erh^il^n unci mn Herm Rillmsann zur Unt<&racbrin Wtt!tergoJ*rtat haban, 

Wir bitten urn RQck*endung der von Herrn Rillnmnn unterz«ichn«ten M Decfa ration* an uw **o 
bald wre maglfch. 



Mil freundlichen GrQ&en 
H ggCAjL AO 

Robin Ellis 

Pat^nte BOO Hotekirch«an 



Andrew Mun<$mdi&r?Br \ 
Aesistenf i n Patents fotailun g 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Attorney Docket No. : 
Inventors : 
Serial No . : 
Filing Date: 
Examiner : 
Customer No: 
Group Art Unit : 
Conf irmat ion No : 
Title: 

Electronically Submitted via EFS-Web 

Date: Jcnt^ry y , 2008 



BOE0004US.NP 
Klokkers et al . 
10/577,569 
Not Assigned 
Not Assigned 
26259 

Not Assigned 
6210 

Pharmaceutical Active- Ingredient - 
Containing Formulation with Coating 



I hereby certify that this paper is being electronically 
submitted on the date indicated above to the 
Commissioner for Patents, U.S. Patent & 
Trademark Office 



By q^W i^ 

TypecrName: Jane IV 



Massey Licata, Reg. No. 32,257 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



Dear Sir: 



Declaration of Hubert Leger 



I, Hubert Leger, of Hexal AG, IndustriestriSe 25, 83607 
Holzkirchen, Germany state the following: 
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t. I am the Head of Patents Sandoz Development Centex at the 

Holzkirchen site of Hexal AG {"the Employer") . I have held 
this position since 1 January 2006, I am duly authorised to 
make this Statement on behalf of the Employer who has also 
acquired rights in US Patent Application No. 01/577,569 {the 
"Application") by virtue of assignment. The information in 
this Affidavit is taken from the Employer's records , to 
which I have full access, and from my own personal 
knowledge , 

2* This Affidavit is made in support of a. Petition Under 37 CFR 
§1.47 fa), to accept the Application without the signature of 
one of the co-inventors - Dr. Thomas Rillmann. 

3. On 23 February 2007 a Federal Express package was sent, to 
Dr. Rillmann at his last known address of: Gustav-Ullrich- 
Str. 46, 76753 Bellhelm, Germany, enclosing, for signature, 
a copy of the Declaration for Patent Application, a Power of 
Attorney and an. Assignment form. Receipt of this package 
was confirmed by the Receptionist /Front Desk on. 2 6 February 
2007 and this confirmation was returned to the US attorneys 
Li cat a. & Tyrrell P>C, who are handling the prosecution of 
the Application, on our behalf, in the United States. 
Attached are copies of the letter, Federal. Express label and 
c o n f 1 r ma t i on o f delivery, 



4. Dr. Rillmann did not return any of these documents and in. 

the absence of a response from him, 1 contacted him in early 
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2007 to suggest that we have a meeting to resolve the 
outstanding issues regarding the Application. 

5, Dr. Rillmann agreed to attend a meeting at Hex&l AG in 
Eoizkirchen which took place on Friday 9 vn March 2007. Trie 
meeting was attended by myself, Dr. Rillmann, Dr. Zeh- 
Herwerth and Dr. Karin Klokkers, one of the other inventors 
named on the Application 

6. During the meeting Dr. Hiilraan indicated, that he was 
unwilling to sign documents in relation to the Application. 



On 25 April 2007 I received a letter from a firm of German 
Patent Attorneys acting for Dr. Rillman. In. the letter, Dr. 
Rillman' s attorneys indicated that Dr. Rillman would not 
sign the Declaration in its present term because of an on 
going issue regarding inventorship . 

On 23 May 2007, at my direction, ray colleague, Robin Ellis, 
sent a letter to Dr. Rillmann' s attorneys, enclosing the 
Declaration and requesting that it be forwarded to their 
client (see attached) < 

On 20 June 2007, at my direction, our assistant Fran Andrea 
Hundsdorfer spoke with Dr. Rillmann' s patent attorney, Hon; 
Dr, Steffen Lenz, who confirmed that the letter of 23 May 
2007 had been forwarded to, and received by, Dr, Rillmann, 
Kerr Dr. Lenz also informed Frau Hundsdorfer that we should 
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expect to receive an executed Declaration by the end of the 
week commencing 25 June. 2007. 



1CL At my instruction/ a further reminder letter was sent by 

facsimile and email to Ben: Dr. Lenz on 5 July 2007 but: as 
of 11 July 2007, the Declaration had still not. been 
received , 



11. On 13 July 2007 , I received an executed, amended/ version of 
the Declaration from Herr Dr. Lenz which my colleague/ Robin 
Ellis, forwarded to our US attorneys for filing at the 
USPTO . Before executing the Declaration , Dr . Riiimann 
removed the names of the other three inventors, 

12, On July 1.7, 2007/ a response to Missing Parts was filed with 
two Declarations: one signed by the other co- inventors and 
one prepared and signed by Dr, Rillnann. 

1.3, On 5 September 2007/ a decision was issued, by the USPTO 
stating that the Declaration prepared and signed by Dr, 
Riiimann was "not in compliance with 37 CFR 1.497 (a) -(b) 
since it does not identify ail of the inventors*. A 
deadline of 1 month from the mailing date of this decision 
was set to remedy this deficiency but due to the notice 
being sent to the incorrect US attorney/ I only became aware 
of this decision on 1 October 2007. 
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14, On 2 October 2007; my colleague, Robin Ellis, sent a 
facsimile to Or, Rilimann' 3 attorney/ informing him of the 
problem with the Declaration executed by Dm Rilimann, and. 
requesting that Dr. Rilimann returns an executed version of 
the original Declaration before 4 October 2007. 

15, Dr.. Rilimann did not sign the Declaration by 4 October 2007 
and has continued to refuse to sign to date. 

16, On November 20 and December 13, 2007 and January 4, 2008, 
letters and reminders were sent to Dm Rilimann/ s attorney 
requesting that Dm Rilimann. cooperate and execute the 
Declaration (see Attached), Neither Dm E Lima an nor his 
attorney has responded to this request. Dr. Rilimann has 
failed to agree to sign the Declaration after repeated 
requests over the past year, 

1 hereby declare that, all statements made herein of my own 
knowledge are true and that all statements made on information and 
belief ere believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or both, under 
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Section 1001 of Title 18 of the United States Code and that 
such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 



Da t e : J a n u a r y 04, 2008 

L I CAT A & TYRRELL P.C. 
66 E . Ha in Street 
Marl ton, NJ 08 053 

(856) 810-1515 



Respect f u 1 1 y su hm it ted, 




Hubert Leger 



